
a United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/592,086 



06/12/2000 



Richard Marc Libman 



7590 05/05/2005 

STERNE KESSLER GOLDSTEIN & FOX PLLC 
1 1 00 NEW YORK AVENUE NW 
WASHINGTON, DC 20005-3934 



2176.0010002 



6844 



EXAMINER 



ALVAREZ, RAQUEL 



ART UNIT 



PAPER NUMBER 



3622 

DATE MAILED: 05/05/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



1/fffUt? MlsllUll OUrrffffcfr y 


Application No. 

09/592,086 


Applicant(s) 

LIBMAN, RICHARD MARC 


Examiner 

Raquel Alvarez 


Art Unit 

3622 




The MAILING DATE of this communication appears on the cover sheet with the correspondence ac 


Idress - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 1 1 January 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-159 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-159 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Maii Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/MaiI Date 4/13/2005 . 6) □ Other: . 
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DETAILED ACTION 

1 . This office action is in response to communication filed on 1/1 1/2005. 

2. Claims 1 -1 59 are presented for examination. 

Claim Rejections - 35 USC S 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made.. 

3. Claims 1-159 are rejected under 35 U.S.C. 103(a) as being unpatentable over De 
Lapa et al. (5,822,735 hereinafter De Lapa). 

With respect to claims 1, 53-58,64, 116-121, 127-131, 143-148, 150-151,153, 
154-159, De Lapa teaches a method of automatically preparing a communication 
pertaining to a product for an entity (Abstract). (1 ) Automatically determining whether 
to offer a product to said entity (figure 6); 

(2) if it is determined to offer a product to said entity, then using decision information 
to automatically determine variable information, the variable information in the 
communication for said entity (see Figures 2 and 6); 

(3) and automatically generating the communication, the communication including an 
offering to said entity for a product, the communication having communication format, 
wherein said communication format comprises at least one portion that accommodates 
the variable information, the generating step including incorporating the variable 
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information into said at least one portion of the communication, wherein the variable 
information is related to said offering, and wherein the content of said offering in said 
communication includes variable information such that said offering comprises said 
variable information in said offering at least partially identifies the product being offered 
to said entity (see Figure 2). 

With respect to the newly added feature, De Lapa teaches that said variable 
information may vary among persons being offered said product or said service such 
that offers of said product to said persons may vary from person to person (i.e 
assigning different coupon values to non-customer versus regular customers in order 
to further induce the customer to the retail store)(in De Lapa, col. 5, lines 14-17 and col. 
20, lines 9-12). 

The steps being performed using data processing devices and within an 
automated process (I.e. the steps of determining and generating are performed via a 
computerized system)(see Figure 4). 

De Lapa does not specifically teach that the offer is for a financial product or 
financial service. Official notice is taken that it is old and well known to offer financial 
products or financial services to customers. For example, bank customers are often 
offer additional services such as car loans, vacation loans, mortgages loans in order for 
the banks to provide additional services or products that might be needed by the 
customers. 
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With respect to claims 2-1 1 , 65-73 De Lapa further teaches storing said data in 
one or more databases and collecting additional data from one or more sources, and 
updating said one or more databases with said additional data accessible via modem 
(col. col. 7, lines 61-67) 

With respect to claims 12-52, 74-115, 132-138, 142 De lapa further teaches 
selecting the format for the communication and said selected delivering medium (Figure 
3). 

With respect to claims 59-63, 122-126, 139-140 the claims further recite that the 
services relate to mortgage loan, insurance. Official notice is taken that mortgages 
loans and insurance related products are well known products or services offer to 
clients in order to meet client's needs. It would have been obvious to a person of 
ordinary skill in the art at the time of Applicant's invention to have included the services 
or products to be related to mortgage loans and insurance in order to obtain the above 
mentioned advantages. 

With respect to claim 141, De Lapa further teaches providing said communication 
and reply means to said entity electronically (Figure 5). 
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With respect to claim 149, 152 de Lapa further teaches selecting a first and 
second delivering medium that will be used to deliver subsequent communication 
pertaining to said offer (Figures 1 and 5). 

Response to Arguments 

4. Applicant argues that De Lapa doesn't teach or is not capable of varying the 
offers of the product from person to person. The Examiner respectfully disagree with 
Applicant. The Examiner carefully reviewed the De Lapa reference and on col. 5, lines 
14-17 and col. 20, lines 9-12, it teaches assigning different coupon values to non- 
customers versus regular customers in order to further induce the customer to the retail 
store. It is clear from the above cited passage of De Lapa that Delapa is capable of 
varying the offers for a particular product among different people. Mainly, non-customer 
will receive a different coupon amount from regular customers. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Point of contact 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric w Stamber can be reached on (571)272-6724. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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